


Amending Patent Applications in Europe

* According to the EPC Implementing Regulations R.137(2)
and (3):

— Applicant may file amendment to the description,
claims or drawings upon receipt of the European
search report (voluntary amendment) and first
communication from the Examining Division
(response to the office action).

e Provisions governing “Out of Scope” amendment:

— Art. 100 (c): amendment extends beyond the original
disclosure is a ground for opposition.

— Art. 123 (2) and (3): amendment extends beyond the
original disclosure is not allowable.

— Rule 137 (4): applicant shall identify and indicate the
basis for the amendment in the application as filed
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How does the Board determine “out of scope”?

e There are numerous cases Iillustrating what an
“out of scope” amendment is.

Guideline to assess whether the amendment Is
*out of scope” can also be found in the “

The case law summarized the Board’s opinion
on the allowability of some forms of amendment.




Generalization of Terms/Omission of a Feature

Example Case Law: T194/84

Applicant amended the claim to recite “cellulose fibers”
In general instead of using the specific term “natural
cellulose fibers”.

Applicant, applying the now obsolete novelty test, argued
that the amendment did not create novel subject matter.

The Board held that the inventiveness, though not
completely understood, lies within the “naturalness” of
the natural cellulose fibers and not their irrigateability.

Thus omitting the term “natural” and generalize “natural
cellulose fibers” as “cellulose fiber” are not allowable
under Art.123(2).




Amending the limitation of a claim

Example case: T181/91

Claim amendment may lead to claim broadening. Claim
broadening may not constitute an unallowable
amendment.

Applicant amended a claim limitation from “two or more
light sources” to “one or more light sources”. This
amendment clearly extended the protection. But is it

unallowable?

The original disclosure refers to “a plurality of light
sources”. A figure also depicts a preferred embodiment
with three light sources. But the description of the figure
clelarl3(/:I stated that “more or less sources may be
utilized”.




e The Board held that:

— The original disclosure does have support for “one or
more light source” though not explicitly (see the figure
and Its description).

— One skilled in the art when reading the disclosure will
not see the figure and its description as an intention
to exclude the possibility of using only one light

source.

— When reading the whole content of the application as
filed, there is no reason to regard the use of a plurality
of light sources as essential to the invention in order
to achieve its stated claims.

— The amendment is allowable under Art.123(2).




Implicit Disclosure as Support

« Example Case: T 823/96

* Applicant amended the claim to exclude an element —
UV absorber and asserted that the absorber was
consistently presented as an embodiments of the
Invention, but not as the invention itself.

e The Board held that:

— Support which solely based on the isolated parts of the
description is not acceptable. Must read the whole content of the
application as filed to determine.

While taken common general knowledge into account to look at
the whole content of the specification, the UV absorber does not
seem to be an inessential part of the invention.

What the applicant relied upon is not “implicit disclosure”.
“Implicit disclosure” as support is allowable but it must be clearly
and unambiguously derived from the content of the application
as filed.

— The amendment is not allowable.




Deletion of a Feature (1)

The Board adopts a “iIs it essential” approach.
Example Case: T260/85

The Applicant deleted the feature “air space”
from Claim 1.

The Board held that it is not permissible to
delete from an independent claim a feature

which the application as originally filed
consistently present as being an essential
feature of the invention.

The “air space” Is an essential feature and
cannot be deleted. The amendment is not
allowable under Art.123(2)




Deletion of a Feature (2)

Example Case: T331/87

The Applicant replaced the feature “laser cutting head
carried by the main frame” with “laser cutting head (17)
carried in fixed horizontal relationship to the frame(12)".

The Board held that replacement or removal of a feature
may not violate Art.123(3) If:

— The feature was not explained as essential in the disclosure;

— Itis not indispensable for the function of the invention in the light
of the technical problem it serves to solve; and

— The replacement or removal requires no real modification of
other features to compensate for the change.

Note that it Is necessary to examine whether the person

skilled in the art reading the application as filed would

consider the feature as inessential. (See T784/97)




Summary

* |s your amendment “out of scope”™? — no
absolute answer.

Each case Is examined on its own merit — “out of
scope” determination is therefore case by case.

But the ultimate principle to determine is —
whether the amendment can be directly and
unambiguously deduced from the application
documents as filed.




Any questions?




